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rhately 80% of the total amount sought for 
that period. 

[6] A total kward of $ 130,643.75 for attor- 
neys' fees is appropriate in this case in light 
of the KinibrelUs factors that apply/Prep- 
aration for the trial with respect J to this 
particular defendant involved several pre- 
trial motions, several raising coniplex factual 
questions, knd the fast pace of this docket 
required an intense dedication of attorney 
time to the litigation.' (Factors 1/2 and 7), 
Moreover, the Court notes that plaintiffs' 
counsel took the case on a contingent fee 
basis, which means that given the arhount of 
the judgment, they will be made whole for all 
work expended iff this case. We. also point 
out that the actual trial was relative)); short, 
partly/as a result of the defendant's having so 
little evidence to present Finally } in light of 
the damages awarded, $130,643.75 is not an 
unreasonably high attorneys' fee. (Factor 8 
and 12). 

With respect to costs, the Court finds it 
appropriate, for the same reasons discussed 
above, to award the plaintiffs the total 
amounts reflected only on the law firm's 
invoices dated March 1ft, 1998 ($37,612.84) 
and April 9, 1998 ($17^309 51 )u for a total 
award of $54;922 35 This amount includes 
all costs incurred from February 23, 1998, to 
April 9; 1998. 

IV Conclusion ,£T 

For the reasons st^t^moperi court and in 
this Membraridumii5pmi^^^ Motion 
for Declaration 6f Mistrial and Motion for a 
JNOV or in the Alternative a New Trial will 
be denied In addition, plaintiffs 7 Motion of 
Trebled Damages and Attorneys' Fees will 
be denied as to the trebled damaged amd 
granted as to the attorneys' fees and costs, 
and the Court will award plaintiffs 
$130,643.75 in attorneys': fees: and 
$54,922.25 in costs. An appropriate ? order 
will issue. 

• The Clerk is directed to forward copies of 
this Memorandum Opinion to courtselr of 
record. : 
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ORDER 



■ For the reasons stated in an? accompanying 
Memorandum! Opinion^ SRFG's Motion for 
Declaration of Mistrial and Motion for a 
JNOV oriin the Alternative a New Trial are: 
DENIED, arid plaintiffs' Motion for Trebled 
Damages and Attorneys' Fees is' GRANT- 
ED JN PART as to attorneys' fees (and costs 
and DENIED as to trebled damages, and it 



..ORDERED: that plaintiffs be; >and \ are 
awarded $130,643.75 in attorneys' fees and 



$54,922.35 in costs, for a total award of 
$185,566.10. 

The Clerk is directed to forward copies of 
this Order to counsel of record. 
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PATENTS 

1. Patentability /Validity — Obviousness — . 
Combining references (§ 1 15;0905) 

Claimed * low Orbit satellite communica- 
tions system for mobile! terminals, which 
addresses problem of minimizing "hand- 
over" of receiver from beam footprint of one 
transmitting satellite to that of another 
through use of multiple fan-shaped beams, is 
not priina facie obvious over combination of 
three prior art references* since critical refer- 
ence that teaches use of ; fan-shaped beam to 
transmit from ground station to orbiting sat- 
ellites does npt specifically address handover 
minimization > , and tp : extent it addresses 
handover problem at ah\does so with orbit 
selection rather than beam shape, and since 
there is no reason; one of ordinary skill in art, 
seeking to minimize handovers due to satel- 
lite motion* wQuJd have been motivated to 
combine this reference with remaining refer- 
ences in manner that would render claimed 
ihyentiph;obyious. : 



2J 



Patentabi 
Persbri of 
(§115,0902) 



alidity — Obviousness -— 
ordinary skill in art 



Patentability /Validity— Obviousness 
Combining references (§1 15.0905) 

Three possible sources for motivation to 
combine. prior art references in manner that 
would render claimed invention obyiousr are 
nature of problem to be solved 1 , teachings of 
prior art; and knowledge of persons of ordi- 
nary skill in art; high level of skill in field of 
art eanflot' be relied upon to provide neces- 
sary motivation absent explanation of what 
specific understanding or technical principle^ 
within knowledge one of ordinary, skill in art;" 
would have suggested combihatibn, since, if 
such rote; invocation could suffice to supply 
motivation to icombine; more; sophisticated 
scientific fields would rarely; if ever, exper- 
ience patentable technical advance. 
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3. Patentability /Validity Ob vibusness ; — ' 
Person of ordinary skill in art 

V (§115;0902): -, -V:; ? h:.- ; ,rX; 

Patentability/Validity — Obviousness — 
Combining references (§115,0905) 

Claimed low orbit satellite communica- 
tions system for mobile terminals is not 
prima facieobvious over^cdmbiriation of two 
prior art references, eVen though person pos- 
sessing high level of skill characteristic of 
this field would , know to account for differ- 
ences between claimed invention and prior 
art combination; since : high level of skill in 
art, without more* cannot supply required 
motivation to combine references, and does 
not overcome absence of any actual ;s,uggesr 
tion to combine; obviousness rejection will 
not be . upheld; even where skHi in 'ar^isAigh^ 
absent; Specific identification: of principle, 
known to ope of ordinary skill, thaJt .suggests 
claimed combination 



Appeal ' from the U.S. Patent and Trade- 
mark Office; -Board of Patent Appeals and 
Interferences 

Patent application of Denis Rouffet,' Yah- 
nick^ahguyi'and Frederic BertMult, serial 
nb.-07/888;791, filed May 7 27, -1992. Troirr 
decision upholding examiner Vfinal rejection 
of application as obvious ! under 35 USC 
i03{a), applicants appeal Reversed 

Richard €. Turner and-Granf I£ Rowan, of 
Sughrue; Mion, Zinh^Matpeak ;& Seas, 
Washington* D C , for a^ellarife 

David- J. Ball: Jr., associate solicitdr^Nancy 
J. Linck, solicitor, Albin F. Df 6s t; deputy 
solicitor, Craig R. Kaufman, associa te v so- 
licitor, and Scott A Chambers, associate 
solicitor, U.S Patent and trademark Of- 
fice, Arlington, Va., for appellee: 

Before Plager, circuit, jud^e, Archer; senior 
circuit Judge, and Rader; circuit ju c dge. 

i ; RaderjiJ/ - ; -= •. 

• Denis RouffetrYanriick Tahguy, and:FreV 
deric Berthault (collectively,: Rouffet) sub- 
mitted application 07/888/79 1 (the applicaf; 
tion) on Mayr27v l 992. The Board of Patent 
Appeals and -Interferences (the: Board) af- 
firmed, -final rejection of the application as 
obvious under 35 U.S.C .§ 103(a) < See Ex 
parte Rouffet No. 96-1 553 (Bd. Pat. App. 
& Int. Apr. 16, 1997). Because the Board 
reversibly: erred in identifying a motivation 
to combine the references, .this bourt revers- 
es. ... ■»'..: • =-.. .•: : ; . 



Satellites in a- geosynchronous or geo- 
stationary orbit remain over the same point 
on the Earth's surface. Their, constant ppsir 
Uqa aj>pye the Earth's surface! facilitates 
communications These satellites project a 
number of beams to the Earth Each, beam 
transmi ts to its area ofcqvef.a^ 
on the garth's surface In or ier to provide 
complete coverage,, adjacent footprmts over- 
lap slightly/and therefore must tfse^d^fen/t 
frequencies to avoid interference. However^ 
two or more non-overlapping footprints can 
use. th^ in order to 

use efficiently, the limited Tadip spectr^ni.. 
Figure I, frpm : the application s^tows the 
ppveragejof ^^jrHQn of tr^e jEartfrs surface 
provided by ^ jnHIjjple cpne r shaped beams) : [ 



* i; if. . • 



FIG. 1 




.Erequency ; reuse ;.itechni4ues, ' however, 
have a, limited ability? ?to compensate: = for 
congestion in geostationary orbits. To allevi- 
ate the: orbit congestion problem, new tele- 
communications^ systems ; use a, network of 
satellites in low Earth orbit. When viewed 
from .a fixed 1 point rom the. Earth's surface, 
such satellites do not remain stationary but 
move overhead. A satellite's motion as it 
transmits a plurality of cone-shaped beams 
creates a new problem; The satellite's move- 
ment causes a receiver on the Earth's surface 
to move from the footprint of* one:beam into a 
second : beam transmitted ? by the same satel- 
lite:<Eventua1£y,>the satellite's motion causes 
the receiver to move from the footprint of a 
beam transmitted by one satellite into the- 
footprint of a beam transmitted by a second 
satellite;: Each switch from one footprint ' id 
another creates a "handover" event analog 
gous to that which occurs when a traditional- 
cellular phone travels from one cell to An- 
other; ^Handovers are undesirable because 
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they can cause interruptions in signal trans- 
mission and reception. ' V 

Rouffet's application discloses technology 
to : reduce the number of handovers between 
beams, transmitted by the same satellite. In 
particular, Rouffet eliminates handovers 
caused solely by the satellited motion. To 
accomplish this goal, Rouffet changes: the 
shape of the beam transmitted by the satel- 
lite's antenna. Rouffet's satellites transmit 
fan-shaped beams. A fan beam has an ellipti- 
cal footprint. Rouffet aligns the long axis\of 
his beams .parallel tp the direction of the 
satellite's motion across the Earth's surface. 
By elongating the beam's footprint: in the 
direction of satellite travel, Rouffet's inven- 
tion ensures that a fixed point on the Earth's 
surface likely will remain within a single 
footprint until it is necessary to switch to 
another satellite. Because Rouffet's inven- 
tion does not address handovers caused by 
the motion of the receiver .across the parth> 
surface, his arrangement reduces* but does 
not eliminate, handovers. Figure. 3 from the 
application shows the footprints 12 from six 
beams aligned in the; direction of satellite 
motion 15 v 



FIG- 3 




The application contains ten claims that 
stand v or fall ; as a. : group. .Claim 1 is 
representative:;,. - :. ; . = 

A low orbit satellite commun icat ions 
v- System, for' mobile v ^ terminals, wherein the 

communications, antenna system of each 
;■: satellite provides isoflux coverage made up 
. ; of a plurality of ; fan: beams that are elpn- 
, gate in the travel directiori pf the satej lite. 

.The examiner -initially .rejected Rouffet's 
claims as unpatentable over ,U.S; Pat.. .No. 
5(199,672 (King) in view:; of, US. jPat, No. 
: 4,872,pi 5 (Rosen) and .a conference report 
entjtied "A Novel Non-Geostationary Satel- 
lite Communications System," Conference 
Record, Internatipnal Conference on Com- 
munications, 1981 (Ruddy) On appeal to 
the Board, the examiner added an alterna- 



tive ground for rejection* holding that the 
claims were pbvious over U.S. Pat. No. 
5,394,561 (Freeburg) in view of U.S. F>at. 
No. 5,170,485 (Levine). 

On April 1(5, 1997, . the Board issued its 
decision. Because Rouffet had specified that 
the claims would stand or fall as a group 
based on the patentability of claim l,\the 
Bpard limited its opinion to that claim. The 
Bqard unanimously determined that the ex- 
aminer had properly rejected claim 1, as 
obvious over King in vieW r of Rosen and 
Ruddy. The Board, on a split vote, also 
affirmed the rejection over Freeburg in view 
of Levine. ■ v , 

■w- . II; 

To reject claims in an application under 
section j 03, an examinpr rmust show an un- 
rebutted prima facie case of qbviousness. See 
In re Deuel, 51 F 3d 155?, 1557, 34 USPQ2d 
121€, 1214 (Fed Gir. i?95) In the absence 
of a; proper prima fdcie\^ 
an applicant who complies with the other 
statutory requirements is entitled to a pat- 
ent See In re Oetiker, 977 F 2d 1443, 1445, 
24USPQ2d 1443^1444 (Fed. Gir. 1992): On 
appeal to the Board, aiv applicant s can over- 
come; a : rejection by showing insufficient evi- 
dence of prima facie obviousness or by rebut- 
ting the prima facie case with evidence of 
secondary ..indicia of nonobviousness. See /</. 
v ; While this court reviews the Board's deter- 
mination ;4n light of the entire record, an 
applicant may specifically challenge an obvi- 
ousness rejection? by showin g; tha t the Board 
reached an incorrect; conclusion of obvious- 
ness or that the Board based its obviousness 
determination on incorrect factual predi- 
cates. This court reviews the; ultimate deter- 
mination of obviousness as ^question of law. 
See In re Lueders, 111 F 3d 1569, 1571, 42 
JLJSPQ2d ;148i, 14p (Fed. Gir. 1997). The 
factual predicates :iin4erlying ; an obviousness 
determination include the scope and content 
of the, prior art, the differences bet ween the 
prior art and the claimed Invention, and. the 
level, of ordinary skiii , in the art. See Mpn T 
arch Knitting Mach Corp, v Sulzer Morat 
Gmbffy W F.3d 877, :881,:45 USPQ2d 
1977, 1981, (Fed Gir. 19?8) This court 
reviews the Board's factual findings for clear 
error/ See In re Zurko, 142 F.3d, 1447, 
1449, 46 USPQ2d 169.1; 1693 (Fed. Cir. 
1998) (in banc); Leuders, A 1 1 F r 3d at 
1 571-72. ' u -'A finding is clearly errbnepus 
when, although there is evidence to support 
it, the reviewing court op the; entire evidence 
is left with the definite and firm conviction 
that a mistake has been committed ' " In re 
Graves, 69 F 3d 1147, 1151, 36 USPQ2d 
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1697, 1700 (Fed. Gir 1995) (quoting United 
States v. United States Gypsum Co-, 333 
U.S. 364, 395 [76 USPQ 430] ( 1 948)). 

The secondary considerations are also es- 
sential components 6f the obviousness deter- 
mmatioh. See In te -Emert, 124 F.3d 1458, 
1462; 44 USPQ2d 1149, 1153 (Fed; Gir. 
1997) ("Without Emert providing rebuttal 
evidence, this prima (facie 'case of obvious- 
ness must staridi'-K This objective evidence 
of nonobviousness includes copying, long felt 
"but unsolved need; failure of others, see Gra- 
ham v. John Deere Co., 383 U.S. 1, 17-18 
[148 USPQ 459] (1966), commercial suc- 
cess, see In re Huang, 100 F.3d 135, 139^40, 
40USPQ2d 1685, 1689-90 (Fed. Cir. 1996), 
unexpected results created by the claimed 
invention, unexpected properties of the 
claimed invention, see In reAfayne; 104 F. 3d 
1339, 1342, 41'USPQ2d 1451, 1454 (Fed. 
Cir. 1997); In re' Woodruff, 919 F.2d 1575, 
1578, 16 USPQ2d 1934, 1936-37 (Fed Gir. 
1990), licenses showing industry^ respect for 
the invention, see Arkfe ^Eures, Inc. V. Gene 
Larew Tackle, /m- 119 F.3d 953, 957, 43 
USPQ2d 1294, -1297 (Fed, Cir. 1997); Peh- 
tec; Inc: vl Graphic Controls Corp], 776 F;2d 
309, 316, 227 USPQ 766, 77 1 (Fed, Cir. 
1985); 'and skepticism of skilled artisans be- 
fore the invention, see In re Dow-Chem. Co., 
837 F.2d 469, 473; 5 USPQ2d 1 529, 1 532 
(Fed; Gir.-1988). The Board must consider 
all of the applicant's evidence. 'See Oetiker, 
977 F.2d atf 1445 ("An observation by the 
Board that the examiner made a prima facie 
case is not improper, as long as the ultimate 
determination of patentability is made on the 
eh tire record. "); : In re Piasecki, 745 p F. 2d 
1468, 1472, 223 USPQ 785; 788 (Fed. Cir. 
1984). The court reviews factual conclusions 
drawn from this evidence for clear error. 
Whether the evidence presented suffices to 
rebut the prima facie case is part of the 
ultimate conclusion of obviousness and is 
therefore a question of law 

When a rejection depends on a combina- 
tion of prior- Hit references, there must be 
some teaching, suggestion, or motivation to 
combine the references See In re Geiger, 
815 F.2d 686, 688, 2 USPQ2d 1276; 1278 
(Fed; Cir. 1987), Although the suggestion to 
combine references may flow from the na- 
ture of the problem; see Pro-Mold & Tool 
Co: v. Great Lakes Plasties: Ind\, 75 F.3d 
1568, 1573, 37 USPQ2d 1626, 1630 (Fed. 
Gir. 1996), the suggestion more often comes 
from the teachings of the pertinent refer- 
ences, see In re Sernaker, 702 F!2d 989, 994, 
217 USPQ 1, 5 (Fed. Cii: 1983), or from the 
ordinary knowledge of those skilled in the art 
that certain references 5 a re of special impor- 
tance in a particular field, see Pro-Mold, 75 



F.3d at 1573 (citing Ashland CHI, Inc. V. 
Delta Resins & Refractories] Inc., 116 F.2d 
281, 297 ri. 24, 227 USPQ 657, 667 n.24 
(Fed: Cir. 1985)). Therefore, "[w] hen deter- 
mining the patentability of a claimed inven- 
tion which combines two known elements, 
"the question is whether there is something 
in the; prior art as a whole to suggest the 
desirability, and thus the obviousness, of 
making the combination:' " See In re Beat^ 
tie, 974 F.Zd 1309, 1311-12, 24 USPQ2d 
1040, 1042 (Fed, Gir. 1992) (quoting Linde- 
manrt Maschiherifabrik GmbH v. American 
Hoist & Derrick Co., 730 F.2d 1452, 1462, 
221 USPQ 481, 488 (Fed, Cir, 1984)). : . 

' • ■ "' : ' ' ui ' '• ' : 

The parties agree that the five references 
asserted by the examiner are in the same 
field of endeavor as the invention. The par- 
ties also agree that the pertinent level of skill 
in the art — design of satellite communica- 
tions systems — is high. On appeal, Rouffet 
asserts that the examiner and the Board 
erred by improperly combining references to 
render the claimed invention obvious. 

The Combination of King, Rosen, and 
Ruddy 

The Board first affirmed the,; rejection of 
Rouffet's claims over a combination of King, 
Rosen, and Ruo!dy.: King discloses a system 
for launchin^#pwrality of satellites into low 
Earth orbits from a single launch vehicle. 
Rosen teaches a geostationary satellite that 
uses a pluralUy of f an beamsi %th their long 
axes oriente^^^^^^^^^ir^tion to 
communicate with.nxobile and fixed termi- 
nals on the Earth * 

The final, and most important, reference 
in this combination is Ruddy. Ruddy de- 
scribes a television broadcast system that 
uses a series of satellites to retransmit signals 
sent from a ground station over a wide area. 
Rather than using a geostationary orbit, 
Ruddy teaches the use of a series of satellites 
in Molniya orbits;' A satellite in a Molhiya 
orbit always follows the same path through 
the sky when viewed from a fixed point on 
the ground. Viewed from the Earth, the 
orbital path includes a narrow, elliptical apo- 
gee loop. In order to transmit to these moving 
satellites from a ground station, Ruddy uses 
a fan beam with a long axis aligned with the 
long axis of the orbit's apogee loop. This 
alignment places the entire apogee loop with- 
in the footprint of the beam and eliminates 
the need for the ground station's antenna to 
track the satellite^ motion around the apo- 
gee loop. Ruddy further teaches orbit pararh- 
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eters and spacing^ of multiple satellites to 
ensure that a satellite is always in the loop to 
receive and rebroadcast signals from the 
Earth station. 

King and Rosen together teach the use of a 
network of satellites in low Earth orbit. 
Thusv Ruddy becomes the piece of the prior 
art mosaic that shows, in the reading of the 
Board, the use of "a, plurality of fan beams 
that are elongate in the travel, direction of the 
satellite " Ruddy, however, is different from 
the claimed invention in several respects. 
Specifically, the application claims the pro- 
jection of multiple elliptical fan-shaped foot- 
prints from the satellite to the ground. See 
Claim 1, supra, see also Application at 6, 
lines 9-11 ("In addition, in this system, the 
geometrical shape of the beams 12 is 
changed: instead of being circular they are 
now elongate ellipses"). The application's 
written descriptwri furthef teaches that the 
invention's fan-shaped satellite heams will 
minimize handovers. See id. at lines 11-16 
('This considerably increases call durations 
between handovers."). 

In contrast, 'Ruddy teaches that a ground 
station may use a single fan-shaped beam to 
transmit to a satellite in a unique. Molmya 
orbit. The ground station transmits a beam 
into which a series of satellites in Molniya 
orbits will successively enter. At least two 
differences are evident: the application 
teaches projection of multiple beams from a 
satellite to the Earth, while Ruddy teaches 
projection of a single beam from the Earth to 
satellites. Moreover to the extent Ruddy con- 
tains a teaching about handovers, its teach- 
ings focus on use of the unique Molniya orbit 
to ensure that a satellite always falls = within 
the beam transmitted by the ground station. 

These differences suggest some difficulty 
in showing aprima facie case of obviousness. 
The Board, however, specifically found that 
artisans of ordinary, skill in this field of art 
would know to shift the frame of reference 
from a ground station following a satellite to 
a satellite transmitting to the ground. Ac- 
cording proper deference to the Board's find- 
ing of a lofty skill level foe ordinary artisans 
in this field, this court discerns no clear error 
in the Board's conclusion that these differ- 
ences would not preclude, a -finding of obvi- 
ousness. While Ruddy does -not expressly 
teach alignment of the fan beam with the 
apparent direction of the satellite's motioni 
this court perceives no clear error in-, the 
Board's determination that Ruddy would 
suggest such an alignment to one of skill in 
this art. Therefore, the Board did not err in 
finding that the combination of King, Rosen, 
and Ruddy: contains all of the elements 
claimed in RoufTet's application. ' 



, [1J However, the Board reversibly erred in 
determining that one of skill in the art would 
have beea motivated to combine these refer- 
ences in a manner that rendered the claimed 
invention obvious. Indeed, the Board did not 
identify any motivation to choose these refer- 
ences for combination. Ruddy does not spe^ 
cifically address handover minimization. To 
the extent that Ruddy at all addresses hand^ 
overs due to satellite.mQtionj it addresses this 
subject through the selection of orbital pa- 
rameters^ Ruddy does not teach the choice of 
a particular ^shape and alignment of the 
beam projected by the satellite. Thus Ruddy 
addresses the handover problem with an or- 
bit selection, not a beam shape. The Board 
provides no reasons that one of ordinary skill 
in this art, seeking to minimize handovers 
due to satellite motion^ would combine Rud- 
dy with Rosen and King jn a manner that 
would render the claimed -invention obvious. 

Obviousness is determined from the van- 
tage point of, a hypothetical person having 
ordinary skill in the art to which the patent 
pertains. See 35. US.C. § 103(a). This legal 
construct is akin to the "reasonable person" 
used as a reference in negligence determinar 
tipns> The legal cpmtruct also presumes that 
all prior art references in the; field of the 
invention are available to this hypothetical 
skilled artisan See In re Carlson, 983 F 2d 
1032, 1038, 25 USP : Q2d 1207, 121 1 (Fed. 
Gir 1993) ^ 

As ,this court has, stated, "virtually all 
[inventions] are combinations of old ele- 
ments.'' . Environmental Designs, Ltd. v. 
Union Oil Co , 713 F 2d 693, 698, 218 
USPQ.865, 870 (Fed. Gir. 1983); see also 
Richdel, Inc. \v Sunspool Corp., 714 ¥ 2d 
1573, 1579-80, 219 USPQ 8, 12 (Fed. Gir. 
1983) ("Most, if not all, inventions are com- 
binations and mostly, of , old elements.") . 
Therefore an examiner may pften find every 
element of a claimed invention in the prior, 
art. If identification of each claimed, element 
in the prior art were sufficient to. negate 
patentabilityv ^yery few patents would ever 
issue- Furthermore, rejecting patents solely 
by finding prior art corollaries for vthe 
claimed elements would permit an examiner 
to; use the claimed invention itself as a blue- 
print for piecing together elements in? the 
prior art to defeat the patentability of the 
claimed invention. Such an approach would 
be "an illogical and inappropriate process by 
which to determine patentability." Senson- 
ics, Inc. v. Aerosonic Corp., 81 F.3d 1566, 
1570, 38 USPQ2d 1551, 1554 (Fed. Cir. 
1996). -v : 

To prevent ' the use of hindsight based on 
the invention to , defeat patentability of the 
invention, tnis court requires the examiner to 
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show a" motivation to combine the references 
that create the case of obviousness. In other" 
wbrds^the^idx^Minerriiiust show reasons that 
the skilled artisan^ confronted with the same 
probleriis as the inventor and with no knowl- 
edge J 6f the 'claimed invention, would select 
the elements from the cited prior art refer- 
ences for combination in the^ manner 
claimed:- - : ' " : 

[2] This eburt has identified three possible 
sources for a motivation to cbmbine refer- 
ences the nature of the problem to be solved, 
the teachings of the prior art,ahd the knowl- 
edge of persons of ordinary skill in the art. In 
this case, the Bbard relied upon none of 
these. Rather, 'jii$t as it relied on the high 
level of skill in the art to overcome the 
differences between the claimed invention 
and the selected elements in the references, it 
relied upon the high-level of skill in the art to 
provide the necessary motivation, the Board 
did not, however; explain what specific un- 
derstanding or technological principle within 
the knowledge of one of Ordinary skills in the 
art would have suggested the combinatibnr 
Instead, the Board merely invoked the high 
level of skill in the field of art If such a rote 
invocation could suffice to supply a motiva- 
tion to combine, the more sophisticated sci- 
entific fields would rarely, if ever, experience 
a patentable technical advance. Instead, in 
complex scientific fields, the Board could 
routinely identify the prior art elements in an 
application. Invoke the lofty level of skill, and 
rest its case for rejection. To counter this 
potential weakness in the obviousness con- 
struct, the suggestion to combine require- 
ment stands ai ; a critical safeguard against 
hindsight analysis and rote application of the 
legal test for obviousness 

Because the Board ; did hot explain the 
specific understanding or ' principle withi n 
the knowledge of a skilled artisan that would 
motivate one With no knowledge of Rouffet's 
invention ' to make the combination, this 
court infers that the examiner selected these 
references with the assistance of hindsights 
This court forbids the use of hindsight in the 1 
selection of references that comprise the case 
of obviousness. See Inte Gorman- 933 F;2d 
982, 986, 18 USPQ2d 1885, 1888 (Fed. Gir. 
1991). Lacking a motivation to Combine 
references, the Board did hot show a proper 
prima facie case of obviousness: This court 
reverses the rejection over the combination 
of King, Rosen, and Ruddy. 

The Combination of Freeburg aria* Levine 

Freeburg teaches a cellular radiotele- 
phone system based on a constellation of low 
Earth orbit satellites that use conical beams 



to transmit from the satellite to both fixed 
and riibbile Earth statibris\ Levine teaches ail < 
Earth-based cellular radio system that use& 
fan beams broadcast from antenna towers^ 
Levine's elliptical footprints are aligned with 
the road grid. To increase the capacity of 
traditional ground-based systems through 
frequency reuse techniques, Levine teaches 
the use of antennas that broadcast signals 
with smaller footprints than the prior art 
system Thus; Levine actually increases the 
number, of overlap regions between cells arid, 
hence, the number of potential handovers 
Figure' I of the Levine patent illustrates its 
alignment of beam footprints: 




As a mobile unit (e.g., a driver using a car 
phone) moves though a succession of over- 
lapping zones, Levine uses selection, algo- 
rithms to determine which of the cells is 
aligned with the travel direction of the mo- 
bile unit. These algorithms then select this 
cell -for use while continually monitoring in- 
tersecting cells in the event that: the mobile, 
unit changes direction. 

Once again, this- court notes significant 
differences between the teachings of the ap^ 
plication and the Levine-Freeburg combina- 
tion. The critical Levine reference again in- 
volves a beam from an Earth station without 
any reference to the "travel direction of [a] 
satellite." Moreover, Levine actually multk 
plies the number of potential handovers and 
then uses software to sort out the necessary 
handovers from the unnecessary. However, 
the Board explains the reasons that one pos- 
sessing the lofty skills characteristic of this 
field would know to account for the differ- 
ences between the claiihed invention and the 
prior art combination. This court discerns no 
clear error in that reliance on the consider- 
able skills in this field. 
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[3] This court does, however, discern re, 
versible error 'irf the Board's identification of 
a^ihotivation ttf combine Levine and Free-. 
bufg/In: determining: fliat ! one rdf skill in the 
art would have had motivation to combine 
Levine and Freeburgi the Board notedythat 
^[tlhe^level of skill in the art is very high, 
As rioted before^ tlits observation alone canr 
not- supply the required suggestion to com, 
bine these references. The Boar* posits that 
the high level of skill in the art overcomes the 
absence of any actual suggestion that^ one 
could select part of the teachings of Levine 
for combination with the satellite system 
disclosed by Freeburg. 'J 

As noted above; the suggestion to combine 
rcquiremenris a safeguard against the use of 
hindsight corfi^inations to negate patentabil- 
ity, While: the skill 4ev6l is component pt 
the Tt inquiry for a suggestion >to com^ne, a 
lofty level of skill alone: does not Suffice to 
supply a motivation to cornbirie; Otherwise a 
high level of ordinary skill in an art field 
would almost always precludeipatentable in- 
ventions: As -this court has often noted, in- 
vention itself is the process- of combining 
prior art in a noriobvious manner. See, e.g :y 
RichM; 714 :F;2d at 14795 rEnymnmenial 
Designs, 713 F;2d at 698v Therefore,.even 
when the level *>f skill iri the art is high, the 
Board must identify specifically the^ ptincv- 
pley = known to' one of ordinary ski]!, that 
suggests the claimed combination^ CJ. 
Gefhter v, Davidson^ 116 F.3d 1454, ■ 43 
USPQ2d 103O (Fed: Cir. 1997) (explaining 
that the f Board*s^iopiriibn must describe; the 
basis for 'its decision). In other words, the 
Board must explain the reasons one of ordi- 
nary skill in the aft would have been motivate 
ed to select the references and to combine 
them to render the claimed invention 

obvious. - >?■' '' i -"V" : : ;v :: ^',V;,.V 
The Board- s naked: invocation of skill in 

the ^t^toi supply a suggestion to combine the 
references cited in this case is therefore 
clearly erroneous. Absent any proper motiva- 
tion to combine part of Levine's teachings 
with Freeburg's /satellite system, the rejec- 
tion of Rouffet'sxlaim oyer these references 
'was improper and is reversed: : • p y- --:- 

The Board reversibly errbd in determining 
that there- was = a motivation? to' combine ei- 
ther the teachings of King, 1 Rdseff,= an^Rud- 
dy or of Freeburg and Levine in a manner 
that 2 wcftild render the. claimed invention ob- 
vvidusv Because this predicate ^ was missing in 
each case, the Board did not-ptoperly show 
that these references render the claimed in- 
vention^ obvious^ Therefore this -court re- 



verses: the Board's decision upholding the 
rejection of RoufleVs claims; In light of this 
disposition, Rouffet's pending: motion to re- 
mand the case to the Board for further con- 
sideration is denied as moot. 

v "",.'> ^ COSTS • 
Each party shall bear its own costs. 

REVERSED. 
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Federal Circuit 

Champagne Louis Roederer S.A. y. Delicato 
> s ' Vineyards 

No 98-1032 
^ •Decided July 16, 1998 

TRADEMARKS AND UNFAIR TRADE 
PlfACFiCES 

1 . Infringement; conflicts> between marks ^ 
Likelihood of confusion '—Particular 
^marks- ^ Confusion; riot 



(§335.0304.05) 



v Infringement; eohflicts between marks — 
Tests generally;<§335.0^ 
: Trademark Trial 0 and Appeal Board .did 
not err in di.smis^mg opposition proceeding 
on irouhd iM applicant ^"CrvstarCreek^ 
niar^foFwine and oppbser's "Cristai marks 
for chanipagne atedissimilar with respectto 
appearande,;^ an F?oni~ 
merciai impression; since board did npt err in 
relying solely on dissirtiildrttrof marks rn 
evaluating likelihood* pf confusion, since sin- 
gle factor may be' diSp'ositiyd in likelihood ot 
confusion analysis, especially when that fac- 
tor is dissimilal^ty^of mat kSi and since no 
instances ,of clear error regarding board ^s 
findings of fact^as to dissimilarities of marks 
have>een;ddmonstrated 



Appeal from the U iS • Patent- and track- 
mark; Office, Trademark-Trial and Appeal 

Proceeding (OppQsiti^.v:No^:;80^32) 
broughtby Champagne LoUis}Roederer-b:A. 
in opposition to application filed by peheato 
Vrneyards to register mark "CrystaljCKeek 
for wine:, From dismissakof opposition pro- 
[ceeding,Topposer appeals.- Affirmed;; Michel, 
i;y concurringiin separate opinion^: j 
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